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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1 1 and 12 provide for the use of the ammonium salts substituted by four 
hydrocarbon radicals as a trimerization catalyst for isocyanate (Claim 11) and the use of 
the polyisocyanates for producing coatings, dispersions, adhesives, and as a 
polyisocyanate component in one-and two-component polyurethane systems for high- 
grade weather-resistant polyurethane coatings and high-solids coatings (Claim 12), but, 
since the claim does not set forth any steps involved in the method/process, it is unclear 
what method/process applicant is intending to encompass. A claim is indefinite where it 
merely recites a use without any active, positive steps delimiting how this use is actually 
practiced. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

4. Claims 11 and 12 are rejected under 35 U.S.C. 101 because the claimed 
recitation of a use, without setting forth any steps involved in the process, results in an 
improper definition of a process, i.e., results in a claim which is not a proper process 
claim under 35 U.S.C. 101. See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 
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1967) and Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 
1966). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1-6, 11, and 12 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent No. 4,540,781 to Barsa in view of U.S. Patent No. 
4,040,992 to Bechara etal. 

As to claims 1 and 2, Barsa discloses a method for the trimerization of an (cyclo) 
aliphatic or aromatic organic isocyanate (Column 7, lines 34-40) in the presence of a 
catalyst comprising a-carboxylic acid salt of the formula: 

* I 

h 

Wherein R 5 is independently selected from alkyl or aryl groups, and M is a quaternary 
ammonium cation having the formula +N(R 6 ) 4 wherein each one of the four R 6 radicals 
is independently selected from alkyl, aralkyl, and cycloalkyl groups (Column 2 lines 15- 
22) of from 2 to 18 carbon atoms (Column 2, lines 38-60). 

As to claims 3-5, Barsa further discloses the term "alkyl" to mean methyl, ethyl, 
propyl, butyl, isopropyl, and isobutyl (Column 2, lines 38-40), and the term "aryl" to 
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include phenyl and the like (Column 2, lines 57-59). Barsa further discloses wherein the 
ammonium ion includes trimethylbenzyl ammonium and tetramethylbenzyl ammonium 
(Column 4, lines 55-60). 

As to claim 12, Barsa discloses a process of making the polyisocyanates that are 
useful for the preparation of molded solid cast elastomers, elastoplastics, and the like. 
Such products find utility as car bumpers, body elements, panels, doors, engine hoods, 
skirts, and air scoops. The good high resistance temperature makes them suitable 
where higher than normal temperature resistance is required (Column 8, lines 5-15). 

Barsa does not disclose which acid the a-hydroxycarboxylate ion is selected 

from. 

Bechara et al. discloses any large variety of carboxylic acids that can be 
employed to furnish the anion of the desired quaternary ammonium salt. Among these 
compounds are short to long chain fatty acids, substituted aliphatic acids, and Aromatic 
acids with particular reference given to acetic acid, hexanoic acid, and neo acids such 
as 3,3-dimethyl butanoic acid (Column 4, lines 17-30). 

Barsa and Bechara are analogous art because they are from the same field of 
endeavor with respect to using quaternary ammonium salts of carboxylic acids as 
catalysts for the production of isocyanurate-containing polyisocyanates. 

At the time of the invention it would have been obvious to a person of ordinary 
skill in the art to use the carboxylic acids mentioned by Bechara to make the quaternary 
ammonium salt ions disclosed in Barsa because both are using the salt ions as catalyst 
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for the production of isocyanurate-containing polyisocyanates and both mention 
carboxylic acid ions in combination with ammonium salts. 

7. Claims 7-1 0 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
U.S. Patent No. 4,540,781 to Barsa in view of U.S. Patent No. 4,040,992 to Bechara et 
al. as applied to claims 1-6, 11, and 12 above, and further in view of U.S. Patent No. 
5,489,663 to Brandt et al. 

Barsa and Bechara do not expressly disclose deactivating the catalyst with 
dibutyl-phosphate or di(2-ethylhexyl) phosphate or where the diisocyanate have a low 
chlorine content and is chosen from hexamethylene 1,6 diisocyanate or 1-isocyanato-3- 
isocyanato-3,5,5-trimethylcyclohexane. 

Brandt discloses after reaching the desired degree of trimerization, the 
trimerization reaction is deactivated by di (2-ethylhexyl) phosphate or dibutyl phosphate 
(Column 5, lines 39-55). Brandt further discloses that isocyanates be from a group 
comprising 1 ,6-hexamethylenediisocyanate or 1-isocyanato-3-isocyanato-3,5,5- 
trimethylcyclohexane and the isocyantes used can be prepared by any processes 
including phosgenation and phosgene-free of the corresponding diamines (Column 6, 
lines 45-55). Cyclo-aliphatic diisocyanates prepared by phosgene-free processes do 
not contain chlorine compounds as byproducts (Column 6, lines 56-59). 

Barsa and Brandt are analogous art because they are from the same field of 
endeavor with respect to using quaternary ammonium salts of carboxylic acids as 
catalysts for the production of isocyanurate-containing polyisocyanates. 
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At the time of the invention it would have been obvious to a person of ordinary 
skill in the art to deactivate the catalyst system used by Barsa in order to create a 
polyisocyanate containing isocyanurate. It would have been obvious to use to 
phosgene-free process to prepare the diisocyanates used by Barsa because the 
trimerization catalysts would have had a significantly higher catalytic activity (Brandt, 
Column 6, lines 61-64). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL LEONARD whose telephone number is 
(571 )270-7450. The examiner can normally be reached on Monday to Friday, 8:00am 
EST to 5:00pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Sample can be reached on 5712721376. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
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For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272- 
1000. 

/David R. Sample/ 

Supervisory Patent Examiner, Art Unit 4131 

/MICHAEL LEONARD/ 
Examiner, Art Unit 4131 



